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Sir: 


This is an appeal from the decision of Examiner Yam, Stephen K., Group Art Unit 
287ll, mailed September 27, 2005. rejecting claims 1-13, 15-34, 36, 40-43. 45-72, 74, and 75 in 
the ])re5ent application and making the rejection FINAL. 

L REAL PARTY TN INTEREST 

The real party in interest of the instant application is Hewlett-Packard Development 

Coiixpany, a Texas Limited LiabiUty Partnership having its principal place of business in 

Hoi^ston, Texas. 
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III, g-TATTTS OF T^^T^ AIMS 

CWn, 1-77 ™p«>din.in*i3 .ppUca^o. C,».s .3-34, 36, 40-43, 45-72, 74, 
.Le.r^c«cdby.V»FmALOmc.A«ico,.ndar=<h= object of«s appeal. C,.n,s 

. ^ 1 14 44 73 76, and 77 were indicated to be allowable. 
.3<) were allowed, and claims H, 35, 44, /o, 

. 1 • 1 -7 » ifi 17 26 32 40^3, 55, 56, 59, 64, 70, and 75 
OflBce Action rejected claims 1,2, 8, 16, 17,20, JA4U , 

35 U.S.a § 102(e) as allegedly anticipated by U.S. Patent 6,433,941 to Onoda 

Onoda). The Office Action rejected claims 3, 9, 19, 27, 45, 58, and 65 under 35 

C. § 103(a) as allegedly obvious over the combination of Onoda and a selective 

of elements from U.S. Patent 6,331,886 to Nagano et al (hereafter iVaga«o). 

Office Action rejected claim 1 5 under 35 U.S.C. § 103(a) as allegedly obvious over the 

of Onoda in view of Nagano. The Office Action rejected claims 4, 28, 46, and 

under 35 U.S.C. § 103(a) as allegedly obvious over the combination of Onoda and a 

combination of elements from JP2000-209408 to Mino\va (hereafter Mmtwa '4Q8). 

Office Action rejected claims 5, 6, 10-12, 18, 20, 29, 30, 33, 47-51, 57, 67, 68, and 71 

35 U.S.C. § 103(a) as allegedly obvious over the combination of Onoda and a selective 

, jxation of elements fiom U.S. Patent 6,408,161 to Minowa (hCTeafter Minowa '161). 

Office Action rejected claims 7, 13, 31, 34, 36, 52-54, 69, 72, and 74 under 35 U.S.C. § 

as allegedly obvious over the combination of Onoda. Finally, the Office Action 

rejtcted claims 21-25 and 60-63 under 35 U.S.C. § 103(a) as allegedly obvious over the 

combination of Onoda and a selective combination of elements firom Minowa ' 1 61 fiirther in 

viejv of Minowa '048. 


The 
iradejr 
(hereafter* 
U.S 
combination i 
The 

conibination ' 
66 

sele ctive ( 
Th« 
uncer 
combination i 
The 
103(a)( 
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XV. ^I-TATTIS OF ATVffyNnMENTS 

AUa«,end„>entssubn«ttedbefore^en.ailingdateofthe FINAL Offi^^ 
,ee„ entered, and no «nendmc„ts have been submitted subsequem to the ma^^^^ 
biNAL Office Action. A copy of the current claims is attached hereto as Appendix A. 

V. smviMARY rtv ri.AlMEP STm.mCT MATTER 
Embodiments of the claimed subject matter are illustrated in FiGs. 2 through 10 and 
are fcscussed in the specification at least at pages 5-16. 

Embodiments of the invention defines a space-saving scanner assembly {see e.g., 
refelrence numeral 100 and at least FIGs. 3-10 and related discussion), comprising a housing 
(se^ e.g., reference numeral 300 and at least FIGs. 3-10 and related discussion, including p. 7, 
linels 1 5-27) having a substantially vertical source-contact surface with a member forming a 
chahneJ (see e.g., reference numeral 330 and at least FIGs. 3-10 and related discussion, 
inc^ding p. 8, line 30 through p. 9, line 21) that protrudes fix>m the housing, said member 
ha-vfing a first side that is substantially parallel to, and opposed from, said source-contact 
surface (see e.g., reference numerals 300 and 305 related discussion, including p. 8, lines 1 8- 
29)1, said member having a second side substantially orthogonal to the first side, wherein the 
raejnber extends to an exterior surface of said housing. The assembly ftirther comprises a flap 
(se^ e.g., reference numeral 310 and at least FIGs. 3-1 0 and related discussion, including p. 9, 
Hni 12 through p- 10, line 12) coupled to the source-contact surface, the flap having a source- 
bac&dng surface {see e.g., reference numeral 320 and at least FIGs. 3-10 and related 
discission, including p. 8, line 30 through p. 9, line 12) substantially parallel to the source- 
coi tact surface of the housing 300, wherein the source-contact surface, the source-backing 
surface, and the first and second sides of the member form an aperture for receiving an edge 
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350 and at least Fiok 3-10 and related discussion) to 


Embodiments of the assembly comprises a front pa^el of the housing comprises an 
fencliied surface 417 adjacent to me aperture. ..g., at le^^^ 
Related discussion). 

Embodiments of the assembly define the flap to coxjipri^ a .lot, (see e.g., at least 
reference numeral 316 and FIGS. 6 and 8, and related disctosion). 

Embodiments of the assembly define the member t0 be coated with a layer of material 
having a relatively low coefficient of fiiction. (see e.g., at ieast specification p. % lines 7-8). 


VL gROUNDS OF TIRTECTION TO BE RjlV TFAVED ON APPEAL 

The Office Action rejected claims 1, 2, 8, 16, 17, ^6, 32, 40-43, 55, 56, 59, 64, 70, and 
under 35 U.S.C. § 102(e) as allegedly anticipated by dnoda, 

Tlie Office Action rejected claims 3, 9, 19, 27, 45,158, and 65 under 35 U.S.C. § 
J 03((a) as allegedly obviou$ over the combination of Ono4a and a selective combination of 
eleilnents from U.S. Patent 6,33 1 ,886 to Nagano. 

The Office Action rejected claim 15 under 35 U.SiC. § 103(a) as allegedly obvious 
the combination of Onoda in view of Nagano. 

The Office Action rejected claims 5, 6, 10-12, 18,;20, 29, 30, 33, 47-51, 57, 67, 68, 
71 under 35 U.S.C. § 103(a) as allegedly obvious ovejr the combination of Onoda and a 
seliictive combination of elements fcom Minowa * 1 61 , 

The Office Action rejected claim 15 under 35 U.SIC. § 1 03(a) as allegedly obvious 
0v4r Onoda. 
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VII. ARGUMENT 


■ i 1 4 7 8 13 16 17 26,28,31-32,34,36,40-43,46,52- 
Thc Rejection of CJauns 1, 2, 4, 7-8, 1^, lo, i /, ^^.j- . 
1^6, 5^64, 66, 69, 70, 72, 74, and 75 Should be Overturned 

The Office Action rejected claims 1, 2, 8, 16. 17, 26, 32, 40-43, 55. 56, 59, 64, 70, and 

75 nider 35 U.S.C. § 102(e) as allegedly anticipated by Onoda. For at least the reasons set 

fortH below, Applicant submits that the rejections are eixoneous and should be overturned. 

Claim 1 (the exemplary claim of this group) recites: 

1 A space-saving scanner assembly, comprising: 
a housing having a substantially vertical source^ontact surface 

with a member forming a channel that protrudes from the housmg, said 

member having a fjrst side that is substantially parallel to, and opposed Irom, 
said source-contact surface, said member having a second side substantially 
ortkoeonai to the first side, wherein the member extends to an extejior 
surface of said housing; and 

a flap coupled to the source-contact surface, the flap having a 
source-backing surface substandatty parallel to the source-contact surface 
of the housing, wherein the sour ce^ontact surfa ce^ the source-backine 
surface, and the first and second sides o f the member form an aperture for 
receiving an edse of a source to be scanned . 


iphasis added.) Claim 1 patently deiSnes over Onoda because Onoda fails 1o disclose at 
the features emphasized above. 

First, Applicant notes that, in order for Onoda to be a proper anticipatory reference, 
invention Tmust be] described in . . * a patent granted on an application foj- patent by 


anolther..." 35 U.S.C. § 102(e) {Emphasis added.) In forming the rejection of claim 1 (Office 
Acilion, page 3, first paragraph), the Examiner has mixed and matched components from 
2B and 3 (an embodiment of the invention of Onoda) with the different invention of 
. 6, which is designated as "prior art" to the invention of Onoda. With regard to the prior 
embodiment of FIG, 6, this embodiment is substantially unrelated to the embodiments of 
the presently claimed invention, as the embodiment of FIG, 6 (of Onoda) is directed to a 
horizontally-disposed scanner, as opposed to a vertically-disposed scanner of embodiments of 
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LepWi~(theh0.zo„taao.entatio«ofthesc^crofFia6i^^ 
:he4der,yins^ppoxt surface in CMo^..wluchi3 designated by c^^^^^^^ 
t:omilone„ts within Onoda that are being combined are from two independent "inventions" 
brior art to the other), then "the invention" is not described in Onoda. and the 
sponding rejection mder 35 U.S.C § 1 02 is misplaced and shonjd be overturned. 
More specifically, the Office Action (p. 3, first paragraph) rejected claim 1 stating: 

Onoda teaches (see Fig. 2B, 3. 6, 7, 8) a space-saving scanner assembly, 
comprising a housing (3) having a substantially vertical source-contact 
surface (10) with amember (21) forming a channel (along (21a) bounded by 
(21a)(24), and (10)) that protmdes from the bousing (see Fig. 2B), smd 
member having a first side (24) that is substantially parallel to, and opposed 
from, said source-contact surface, said member having a second side (21a) 
substantially orthogonal to the first side (see Fig. 2B), and a flap (40) 
coupled to the source-contact surface (see Fig. 3 and 6), the flap having a 
source-backing surface (facing (10)) substantially parallel to the source- 
contact surface of the housing (See Fig. 4), wherein the source-contact 
surface^ the source-backing surface, and the first and second sides of the 
member form an aperture (gap bounded by (40), (10), and (21)- see Fig, 6) 
for receiving an edge (edge of(P) contacting (21a) in Fig, 2B) of a source 
(P) to be scanned (see Fig. 2B), 

(JBniphasis added.) As noted above, the rejection is improper under 35 U.S.C. § 102(e) as it 

contbines features from different inventions (one being prior art to the other), and as such 

do€$ not properly disclose "the invention" as required by 35 U.S.C. § 102. In addition, the 

Exjaniner relied upon the teachings of FIG. 6 of Onoda to reject claim 1, stating that the 

eleijnents 40, 10, and 21 define the claimed "aperture." Applicant disagrees. 

Claim 1 defines the "member" as "having a second side substantially oi-thogonal to the 

firslt side..." The Examiner cites element 21 of Onoda as constituting the claimed "member" 

cinq element 21a as constituting the second side of the member. However, as is clear from 

zodmed portion of the illustration in FIG. 6, the edge 2 1 a is NOT substantially orthogonal to 

an> other edge of that element. Instead, the edge 21a is disposed at an oblique angle (which 

apj ears to be an angle of approximately 45°) to the other edges of that elemenl. Further, and 
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be o 
the 
1. 


above, F,G. 6 of discloses a horizo..aJ scanner (conSnned by *c cross- 
to. a«i«m,.e, «.e supper, surftce). For a, leas. *.se rcasom, *e r^ecHons of 
J are misplaced and should be overturned. 
AS the other independent claims (claims 16, 26, 40, 55, 59, 64, and 75) werexejected 
on the same reference and under similar mtionales. the redections of these claims should 
^ertumed as well. Further, claims 2, 8, 17, 32, 41-43, 56, and 70 each depend from one of 
loregoing dependent claims and should be allowed for at least the same reasons as claim 


The Office Action rejected claims 4, 28, 46, and 66 under 35 U.S.C. § 103(a) as 
alle^ly obvious over the combination of Onoda and a selective combination of elements 
frorfj Minawa '408. Applicant disagrees with this rejection, and the combination oiMino^va 
'40fe with Onoda, Notwithstanding, each of these claims depends from one of the 
md<i)endent claims listed above. Therefore, the rejection of each of these claims should be 
oveirtumed for at least the same reason set forth above in connection with claim 1 . 

The Office Action rejected claims 7, 13, 3 1, 34, 36, 52-54, 69, 72, and 74 under 35 
U.:^.C, § 103(a) as allegedly obvious over Onoda. Applicant disagrees with this rejection. 
Notwithstanding, each of these claims depends from one of the independent claims listed 
abdve. Therefore, the rejection of each of these claims should be overturned for at least the 
sanfie reason set forth above in connection with claim 1. 

The Office Action rejected claims 60-63 under 35 U.S.C. § 103(a) as allegedly 
ob>[ious over the combination of Onoda and a selective combination of elements from 
Mikowa '161 further in view of Minowa '048. Applicant disagrees with this rejection. 
Notwithstanding, each of these claims depends from independent claim 59 listed above. 
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therefore, the rejection of each of these 

set forth above in connection with claim 1 


teasoi X 


er. 


103(1)35 


clain>s should be overturned for at legist the same 


The Rejection of Claims 3.9,19,27,45, SB, .nd 65 Should be overturned 

The Office Action rejected claims 3, 9, 19, 27. 45. 58, and 65 londer 35 U.S-C. § 
, allegedly obvious over the combination of Onoda and a selective combination of 
; from U.S. Patent 6,331 ,886 to Nagano. Hie rejections are erroneous and should be 


elejj ents 

ovetjtumed. 

Claim 3 (tjie representative claim) recites: 

3. The assembly of claim 1, wherein a front panel of the housing 
comprises an inclined surface adjacent to the aperture, 

Th^ Office Action rejected claim 3 (and the other claims of this group) stating: 

. . Onoda teaches the device and method in the parent claims, accordutg to 
the above rejection. ... Onoda does not teach a front panel of the housing 
comprising an inclined surface adjacent to the aperture, the inclined surface 
fonning a wider opening at the surface of the front panel. . . Nagano teach 
(see Fig. 1 3 and 14) a similar device and method with a vertical scanner and 
horizontally receiving a source (into (203a)) into an aperture (203a), with a 
front panel (202) of a housing (201) comprising a first inclined surface (left 
inclined portion of (203) next to (203a)) adjacent to the aperture, the inclined 
surface forming a wider opening for the aperture at the surface of the front 
panel (see Fig. 13), with a second inclined surface (right inclined portion of 
(203) next to (203a)) associated with the first source retaining means. 

(Oj(fjce Action, page 9, paragraph 5, lines 3-15), Nagano teaches no such thing. Instead, 

ref<l:rence number 203 in Nagano designates a "door" (not an "inclined portion'* as claimed) 

for changing the size of a film inserting slot of a scanner body. Significantly, tlie sides of 203 

are stepped and not inclined. In this regard, FIGS. 13 and 14 include lines (although not 

spclcifically designated by a separate reference number) that illustrate a stej>pe<l (e.g., 

apjWoximately 90°) portions rather than a beveled or "inclined" portion, as specifically 

clalimed by claim 3. Furthermore, the entire discussion of FIGs, 13 and 14 in Nagano states: 
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numeral 203 denotes a door for the si^^^^ ^ 

Reference numeral 203a denotes a fii^t ^f^J^l^^^^o^^^ Furthennore, 

»i onA A^cA^ss. a lid for covering the inserting sioi ^VJ*- ^ 
numeral 204 denotes a no lor s reference numeral 207 

reference numeral 206 denotes a P°;ff ^^j^ed on. Reference 
denotes an LED lamp indicating that a P^^f .^^^ ^i^^aching thereto 
numeral 205 denotes a mounting portion for temporaniy attacm g 

the lid 204 removed. „ ^af^ where a slide-mounted film is 

FIG. 14 is a diagram showmg a state wbere a suae - 

occurs. 

be readily verified, there is no teaching here of an "inclined portion " and as can be 
verified and understood from FIGS. 13^14, there is no teaching or disclosure of the 
cover 203 as having an "inclined portion." 
It is well-established that the terms of a claim are given their ordinary meaning unless 
aj)pears that the inventor intended to use them differently. Warn v, XL Systems, Inc., 232 
877 (Fed- Cir. 2002). Webster's Ninth New Collegiate Dictionary (1 983), in pertinent 
defines "inclined" as "having a leaning or slope," and defines "inclined plane" as "a 
surface that makes an oblique angle with the plane of the horizon." Consistent with this 
meaning, the present application illustrates the claimed *4nclined portion" (reference 
417) in FIG. 4 (among other figures), and describes its structure and ftinction in the 
ling portions of the specifications* As illustrated, the claimed ''incliaed portion" of 
housing is a bevel that forms an oblique angle with the housing, consistent with the 

meaning, as confiimed by the definition in Webster's Dictionary. Suffice it to say 
the 'inclined portion" of Applicant's claimed embodiments is significantiy different than 
'door" of Nagano, as applied by the Office Action, and as such the rejections of tiie 
;oi responding claims are misplaced. 
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As,efere„ce™n.bcr203ofW<..»»odoesno,co„,pri«ani„c,i„ed portion adiac-. to 

. as alleged by the Office Action, the .ppUcation of Nagano in rejecting claims 3, 
27, 45, 58, and 65 is clearly misplaced, and these rejections sho^d be overturned. 
AS a separate and independent basi. for the patentability of these clai ms. Applicant 
submits that the Examiner has failed to cite a proper motivation for combining 
\,roda and Araga.<. references. It is wdl-settled law that in order to properly support 

rejection under 35 U.S.C. § 103, there must have been some teaching m fee pri^ 
suggest to one skilled in the art that the claimed invention would have been obvious. 
n...^A..n.iates^ r^^ ^ n^rlnrk Thomas, Inc.. 721 F.2d 1540, 1551 (Fed. Cir. 1983). 
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Mojje significantly, 

'The consistent criteria for determination of obviotasness is whethe^ the prior art 
would have suggested to one of ordinary skill in the art that this [inventionl 
should be carried out and would have a reasonable likelihood of success, viewed 
in light of the prior art, Both the sug ^pestion and the expectation of success 
must be founded in the prior art- not in the at>plicanfs disclosure... In 
determining whether such a suggestion can fairly be gleaned from the prior art, 
the full field of the invention must be considered; for the person of ordinary skill 
in the art is charged with knowledge of the entire body of technological 
literamre, including that which might lead away fron> the claimed invention." 

added) In re Dow Chemical Company. 837 F.2d 469, 473 (Fed Cir, 1988), 

Tn this regard, Applicant notes that there must not only be a suggestion to combine the 

or operational aspects of the combined references, but that the Federal Circuit also 

the prior art to suggest both the combination of elements and the structure resulting 

the combination. Stiftung v. Renishaw PLC , 945 Fed.2d 1 173 (Fed. Cir. 1991). Therefore, 

to sustain an obviousness rejection based upon a combination of any two or more prior 

references, the prior art must properly suggest the desirability of combining the particular 

eleijnents to create a space-saving scanning system and method as claimed by the Applicant. 

When an obviousness determination is based on mxaltiple prior art references, there 
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(Fed. Cir. 1997) (also noting that the "absence of such a suggestion to combine is 
ive in an obviousness determination"). 

Evidence of a suggestion, teachiiig, or motivation to combine prior art references may 
inter alia, fh>m the references themselves, the knowledge of one of ordinary skUl in the 
from the nature of the problem to be solved. See Jn re Demt?iczaK 175 F-3d 994, J 000, 
llsPQ2d 1614, 1617 (Fed. Cir. 1999). Although a referejice need not expressly teach that 
disclosure contained therein should be combined with another, the showing of 
binability, in whatever form, must nevertheless be *^clear and particular." Pentbiczak, 
F,3d at 999, 50 USPQ2d at 1617. 

If there was is motivation or suggestion to combine selective teachings from multiple 
art references, one of ordinary skill in the art would not have viewed the present 

as obvious. See In re Dance . 160 R3d 1339, 1343, 48 USFQ2d 1635, 1637 (Fed. 
1998); Gambro LundiaAB . 110 F.3d at 1579, 42 USPQ2d at 1383 ("The absence of such 
ggestion to combine is dispositive in an obviousness determination.")- 

Signifjcantly, where there is no apparent disadvantage present in a particular prior art 
!, then generally there can be no motivation to combine the teaching of another 
with the particular prior art reference. Winner Int'l Royalty Corp. v. Wan^ . No 98- 
(Fed. Cir January 27, 2000). 
In the rejecting claim 3 (and the other claims of this group), the Office Action alleged: 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a front panel of the housing comprising a first 
inclined surface adjacent to the aperture with the inclined surface forming a 
wider opening for the aperture at the surface of the front panel, and provide 
the second inclined surface, as taught by Nagano et al, in the device an<! 
method of Onoda, to provide easier insertion and removal of sources into 

12 
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kings of Nagano would provide on£ mclinea surja 
i the other inclined surface on the flap. 

\,rnp^asisad.ed,r^^aUesed^^^^^^^ 

UledbytheEx^inerisbasedonapercdved beneficial, aft^^^^^^ Simply 
the motivation to cotnbine Nagano with Onoda, which was relied upon by the 

onflicts with wdl-estabUshed Federal Circuit precedent, and as such is improper 
|he rejection of claim 3 (and the other claims of this group) should be overturned. 


state<l 


i Examiner cc 


over 


fixnn 


as al 


! of Scott Baggs 
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^m^ndn i\ bounded by the housing on 


and 


The Rejection of CJaim 15 Should be Overturned 

The Office Action rejected claim 1 5 under 35 U-S.C. § 103(a) as allegedly obvious 
the combination of Onpda and Nagano. The rejection is erroneous and should be 
oveltumed. Claim 15 depends from claim 9, which in turn depends from claim 3, which 
dep inds from claim 1 . As discussed above, claims 3 and 9 were both rejected under 35 
C. § 103(a) as allegedly obvious over Onoda and a selective combination of elements 
Nagano. 

Previously the Examiner had rejected claim 15 based solely on Onoda. In response to 
appeal brief (which noted the impropriety of such a rejection - as the secondary 
1, Naga.no, was relied upon to reject the base claims), the Examine)- reopened 
secution and mailed the outstanding FINAL OfHce Action, (see Office Action, page 10- 


a previous j 


refcTence. 


pro 
11) 

The rejection of claim 1 5 should be overturned for at least the same reason as the 
rejection of base claim 9, In addition. Applicant respectfully traverses the combination of 
Nakano with Onoda^ in the context of the claimed subject matter of claim 15. The Examiner 
illeged that the cornbination would have been obvious because it is allegedly 'Veil know 
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inth< 


an to us. „a«ria., wi* «laavely ,ow c<,«fBcien. of fnc«on to ftcilitale .he insemon 

U rUval of object, into slots/' ApplicaBt respectfully submits that this rationale 
tnb<|d,e, improper h,„d,W. reasoning or i, ofl>erwise eo„» to *e weH-estabU^e.. la» 

Mefant to the n^otivation to combine under 35 § 103(a). which ^as set forth above. 

For At least this additional reason, the rejection of claim 1 5 should be overturned. 

The Rejections of Claims 5, 6, 10-12, 18, 20-25, 29, 30, 33, 47-51, 57, 67, 68, 
and 71 should be overturned 

The Office Action rejected claims 5, 6, 10-12, 1 8, 20, 29, 30, 33, 47-51, 57, 67, 68, 
and 71 under 35 U.S.C, § 103(a) as allegedly obvious over the combination ofOnoda and a 
selenive combination of ele>nents from Minowa ^161. The rejections are moneous and 
$ho|ild be overtumed- 

Claim 5 (the representative claim) recites: "5. The assembly of claim 1, wherein the 
flap! comprises a slot." The Office Action rejected claim 5 (and the other chumps) claims 
statfng: 

. . Onoda teaches the device and method in the parent claims, according to 
the above rejection. Onoda does not teach the flap comprising a slot, 
wherein the slot is positioned to permit the placement of a relatively short 
document on edge on . Minowa '161 teaches (see Fig, 8 and 10) a similar 
device and method, with ... a flap (130), wherein the flap comprises a slot 
(in (139)), ... (see CoL 8, lines 56-58) ... (see Col. 8, lines 61-65)..." 

(Office Action, page 11, lines 4-12). Minowa M61 teaches no such thing. Instead, reference 

number 139 in Minowa '161 designates an "inner cover" (not a slot), and it includes "a lever 

or >nob 139a" {Minowa ' 1 61 , col. 8, Hnes 22-23). The portions of Minowa '161 cited by the 

Office Action (col. 8, lines 56-58 and 61-65) actually state: 

... With the inner cover 139 thus opened, the user can set a document into the 
space between the inner cover 139 and the glass plate 112, , The docximent 
set into this space is automatically registered as it moves by its own weight so 
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^ ^ny vcrtfied. «... is „0 teaching >»e of*. Caimed "sloC as can 
„y verified »,d uMerstood iron, FIGS. 7-10, to is no teaching or diselo^r. 

inner cover 139 as comprising a "slot." 
It is well-established that the tenns of a claim given their ordinary meaning unless 
that the inventor intended to use them differently. WrnvJO^^Blm^ 232 
877 (Fed. Cir. 2002). Webster's Ninth New Collegiate Dictionary (1 983), in pertinent 
defines -slot" as "a narn^w opening or groove. . . a narrow passage or enclosure." 

with this ordinary meaning, the present application illustrates the claimed slot in 
6 and 8 (see reference numeral 316), and describes its structure and function in the 
iponding portions of the specifications. Suffice it to say that the "slof ' of Applicant's 
embodiments is significantly different than the "inner covcr^' of Minowa *161, as 
by the Office Action, and as such the rejections of the corresponding claims are 


|>e 
bfth- 


it ap]?ears 
F.3d 
part- 
Conbistent 
FIGS 
cones; 
clai Jied 


applied 
misplaced. 

As reference number 1 39 of Minowa *1 61 does not comprise a slot, as alleged by the 
Ofitce Action, the application of Minowa *161 in rejecting claims 5, 6, 10-12, 18^ 20^ 29, 30, 
33, 47-51, 57, 67, 68, and 71 is clearly misplaced, and these rejections should be overturned. 

As a 5epai*ate and independent basis for the patentability of these claims, Apphcant 
res](>ectfully submits that the Examiner has failed to cite a proper motivation for combining 
the Ortoda and Minowa *161 references. The relevant legal precedent regarding rejections 
under 35 U.S.C. § 1 03(a) has been set forth about in connection with the di$cussion of claim 
3, ^d is repeated and realleged herein. 

In the rejecting claim 5 (and the other claims of this group), the Ofllce Action alleged: 
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excessive component movement, for tncreasea 

advaaced.ytheE.an.iner is based onaperceivedbeneficid.after-*^^^^^^ 
the rationale is based on a purely objective perception (i.e., ihat the combination would 
provide "ino^ased convenience.") If such a rationale were acceptable, it would permit 
Exa niners to leject virtually every patent claim submitted for consideration by the PTO. 
Inst sad, the developed legal precedence regarding rejections under 35 U.S.C. § 103(a) requite 
obj< active teachings within the prior art that would lead an artisan to combine selective 
components from multiple references. Simply stated, the motivation to combine Mino^^a '161 
wit] J Onoda, which was i«Iied upon by tihe Examiner, conflicts with weU-e.stablished Federal 
Cir ^t precedent, and as such is improper and the r^gection of claim 5 (and flxe other claims 
of this group) should be overturned. 

The OflHce Action rejected claims 21-25 under 35 U.S.C. § 103(a) as allegedly 
obAious over the combination of Onoda and a selective combination of elements from 
Minowa '161 ftirther in view of Minowa '048. Applicant respectfully disagrees. 
Notwithstanding, each of tliese claims depends from claim 20, which was listed above in the 
group related to claim 5 (the exemplary claim). Therefore, the rejection of each of these 
claims should be overturned for at least the same reason set forth above in connection with 
claim 5. 
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„a apP«ca«<»b.a.,a.ed«>is3uea,.p3.=..wi.l.Mlpenaingcb»ns 1-77. 

,„ ^Mo„ ,0 *e dai™ of Appendix A, Appendix B .«a=hed he,^ i.>dic«« tot 
evidcoee being =«b™i«ed i» co^ecUon wi4 ^ App«l Brief, and AppeadiK C a»ched 
indicates that there are no related proceedings- 
Please chars^ Hewlett-Packard Company's deposit account 08-2025 in the amount of 
for the filing of this Appeal Brief. No additional fees are believed to be due in connection 
this Appeal Brief. If, however, any additional fees are deemed to be payable, you are 
authorized to charge any such fees to deposit account No. 08-2025. 

Respectfully submitted. 



Daniel R. McClure 
Registration No. 38,962 

(770) 933-9500 
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1 A ^pace^savingscanxier assembly, comprising: 
a ch.™d tt« Ptowdes ftom *e homing, .aid member h.v,ng a flrst „4. tot « 

side ™bate„Mly or,hog<»>al „, the first aide, wherein the member extends to an 

' surface of said housing; and 

a flap coupled to the sourcc^ntact surface, the flap having a source-backing surface 
.tially parallel to the source-contact surface of the housing, whereiti the souxce^contact 
, the source-backing surface, and the first and second sides of the tnembcr foim an 
for receiving an edge of a source to be scanned. 


aperture 

2. The assembly of claim 1, wherein a portion of the vertical source-cojitact surface 
of tHie housing comprises a platen to permit scanning of a source document in a vertical 
posltion- 

3 . The assembly of claim 1 , wherein a front panel of the housing comprises an 
inclined surface adjacent to the aperture* 

4. The assembly of claim 1, wherein the flap comprises an inclined surface adjacent 
to tjie aperture. 

5. The assembly of claim 1 , wherein the flap comprises a slot. 

6. The assembly of claim 1 , wherein the source-backing surface of the flap comprises 
ip arranged to receive a portion of a source document to be scanned. 

7. The assembly of claim 1 , wherein the housing further comprises a recess 
figured to receive a portion of the member when an operator closely adjusts the source 

coijitact surface to the substantially vertical surface of the housing. 
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10. The assembly of claim 4, 
one i>ost assembly having a plurality 


11. The assembly of claim 4, 
adjustable fastener for closely contacting 
souice-contact surface. 
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8. The assembly of claim 2 
^ front edge relatively coexistent 
the member is adjacent to the 


where n 


witi 


lower 


>vherein 


9. The assembly of claim 3, 
of the housing and a distal end that 
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, the platen has an upper edge, an opposing lower 
. front panel of the housing, and a distal edge and 

•edge of the platen. 


the member has a first end proximal to the front 
extends at least to an edge of the platen. 


whirein the flap is coupled to the housing with at least 
of sijatially separated detent positions. 


whsrein 


in the flap is coupled to the housing with at least 
the source-backing surface to the vertical 


12. The assembly of claim 5, wt erein the slot is positioned to permit the placement of 
atively short source document on edge on the member such that information to be 

of a platen. 


scanned is aligned with at least a portiox 


1 3. The assembly of claim 7, wherein the housing is configured to extend the member 
awiy jfrom the vertical source-contact si rface when an operator adjusts the source-backing 
suri ace in relation to the vertical sOurceJcontact surface of the housing to increase the width 
of tpe aperture. 


14. The assembly of claim 2, 
protcimal to a front panel of the housing 


wtherein the width of a first end of the member 
increases over a portion of the length of the member. 
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ha\|ing a relatively low coefficient of friction. 

16. A space-saving scanner assembly* comprising: 
means for housing an optical scanning means; and 
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xxieatis for forniing an apertxire con: 
such that the source can be spatiall^ 

the aperture, the source being 
edge of said source along a channel 


j jgured to closely receive 


su;)ported 


17. The assembly of claim 16 
. extends vertically from a base 


wUerein a source retaining means of said channel 
of shid channel means. 


flap having 


1 8. The assembly of claim 1 6, 
a slot. 


wlierein the means for forming an aperture comprises a 


19. The assembly of claim 16, wherein 
inclined surface associated with a ht>using 


: on 


20. A method for savmg space 
providing an optical scanner havjing 
veri ical source-contact surface with a 
hoxjsing; and 

coupling a flap to the source-corltact 
edde of the flap and source-backing surface 
of Ihe housing, wherein the source-contkct 
menber form an aperture for horizontal 


21, The method of claim 20, 
to ite scanned into the aperture formed 
surjface, and the member such that a 
edj;e is supported along the member, 


THOMAS, KAYDEN 


PAGE 21 


a leading edge of a 


arran 


ged with the optical scanning means without 
along a horizontal edge different from the 


means in the aperture. 


the means for forming an aperture comprises a 
and a second inclined surface associated with 


a desktop* comprising: 
a housing, the housing having a substantially 
mbnber forming a channel protruding from the 


ftufther comprising inserting a leading edge of a source 

by the source-contact surface, the source^backing 
horltzontal edge of the source different from the leading 
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surface, the flap having a slot extending to an 
substantially parallel to the source-contact surface 
surface, the source-backing surface, and the the 
y receiving a source to be scaimed. 


22. The method of claim 2 1 , fin ther comprising spatially arranging the flap and the 
hoihsing wherein pressure is applied to a non-scan surface of the source and the scan sxirface 
of ihe source closely contacts the transf arent platen portion. 
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23. m method ofclaim 22, further comprismg 


enabling the optical scanner to scan 


25. The 


method of claim 24, further comprising removii^g the source from the 


26. A space-saving scanner assembly, comprising: 
a housing having a substantially vertical source-contact surface; 
a member forming a channel protruding from the housing; and 
a flap coupled to the housing, the flap having a source-backing surface substantially 

parillel to the sourc^contact surface of the housing, wherein the source-contact surface, the 
sou'ce-backing surface, and the member form an aperture for horizontally receiving a sourt^ 
to tje scanned without necessitating relative movement between the flap and the housing. 

27. The assembly of claim 26, wherein the housing contains a front panel with an 
inclined surface adjacent to the aperture, the inclined surface forming a wider opening at the 
surface of the front panel. 

28. The assembly of claim 26, wherein the flap comprises an inclined surface 
adjkcent to the opening^ the inclined surface arranged to increase the opening along a front 
edf ;e of the flap, wherein the front edge is substantially perpendicular to the source-backing 
surface. 

29. The assembly of claim 26, wherein the flap comprises a slot. 

30. The assembly of claim 29, wherein the slot is positioned to permit the placement 
of k relatively short source document on edge on said member and wherein inibrmation to be 
scanned from the source document is aligned with at least a portion of a platen* 
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proximity to the source-contact surface. 


front 


one 


32 The assembly of claim 26, wherein said member has a fixst end proximal to a 
panel of the housing and a distal end that extends at least to a distal edge of a platen. 

33. The assembly of claim 26. wherein the flap is coupled to the hoxising with at least 
post assembly having a plurality of spatially-separated detent positions. 


of Scott Baggs 
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34. The assembly of claim 26, wherein the member moves relative to tlie source^ 
contact surface when an operator adjusts the source-backing surface in relation to the source- 
contact surface to increase the width of the aperture. 

35. The assembly of claim 26, wherein the width of said member varies over the 
len^h of the member. 

36. The assembly of claim 26, wherein said member is coated with a material having 
L r4latively low coefficient of friction. 

37. A method for arranging a source in a scanner comprising: 
horizontally inserting a leading edge of the source into an aperture formed by a 

meltnber that protrudes from a housing such that a second edge of the source, dififerent from 
the leading edge, is supported by a base of said member, said base having a width that varies 
alopg the length of the member; and 

adjusting the source such that the information desired to be imaged is aligned with the 

sejisor. 

38. The method of claim 37, further comprising: 

inserting a plug into a slot formed in a flap, the flap substantially parallel with the 
plglten of the scanner; and 
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enabling the sensor to scan the infotmation. 

39. The method of claim 38, fiirthex comprising: 
removing the plug; and 
removing the source from the aperture. 

40. A space-saving scanner assembly, comprising: 
a housing having a substantially vertical source-contact surface; 
a flap coupled to the source-contact surface, the flap having a source-backmg surface 

substantially parallel to the source-contact surface of the bousing; and 

a support member interposed between said housing and said flap and extendmg to a 
t panel of the housing, wherein the source-contact surface, the source-backing surface, 
said support member form an aperture for horizontally receiving a source to be scanned 
necessitating relative movement between the flap and the housing. 


fton|t 
and 
witliout 
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41 . The assembly of claim 40, wherein a portion of tfie vertical sourc^contact surface 
of the housing comprises a platen to pennit scanning of a source document in a vertical 

pos ition. 

42. The assembly of claim 41 , wherein the platen has an upper edge, an opposing 
lovf er edge, a front edge relatively coexistent with a front panel of the housing, and a distal 
edyjB and wherein said support member is adjacent to the lower edge of the platen. 

43. The assembly of claim 42, wherein said support member has a distal end that 
expends at least to the distal edge of the platen. 

44. "nie assembly of claim 42, wherein the width of said support member varies. 

45. The assembly of claim 40, wherein said housing comprises a front panel having 
an inclined surface adjacent to the aperture. 
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46. The assembly of claim 40, wherein the flap comprises an inclined surface 
Ijdjac^iit to the aperture. 

47. The assembly of claim 40, wherein the flap comprises a slot. 

48 n.e assembly of claim 47, wherein the slot is positioned to permit the placement 
if a iatively short source document on edge on said support member wherein information to 
scanned is aligned with at least aportion of a platen. 


one 


one 


49. The assembly of claim 40, wherein the flap is coupled to the housing with at least 
post assembly having a pluraUty of spatially separated detent positions. 

50. The assembly of claim 40, wherein the flap is coupled to the ho^wing with at least 
adjustable fastener for closely contacting the source-backing surface to the vertical 


sotupe-contact surface. 

■ 5 1 . The assembly of claim 40, wherein the source-backing surface of the flap 
con^prises a clip arranged to receive a portion of a source document to be scanned. 

52. The assembly of claim 40, wherein the bousing further comprises a recess 
conlflgured to receive a second member of said support member when an operator closely 
adjusts the source contact surface to the substantially vertical surface of the housing. 

53. The assembly of claim 52, wherein the member moves relative to the vertical 
soJrce-contact surfece when an operator adjusts the source-backing surface in relation to the 
vertical source-contact surface of the housing to increase *e vridth of the aperture. 

54. The assembly of claim 40, wherein said support member is coated with a layer of 
majterial having a relatively low coefficient of friction. 

55. A space-saving scanner assembly, comprising: 
means for housing an optical scanning means; and 


A-7 


PAGE 25/31 ' RCVD AT 12122/2005 2:42:50 PM [Eastern Standard fime] * SVR:USPTO-EFXRF-a/35 * DNIS:2738300 * CSID:7709510933 * DURATION (min-ss):09-26 


12/22/2005 15:45 7709519933 


API 


1 ransf<5rred 
ox ho using, 
tvithopt 
)y a 
neanb 


lueans 


THOMAS. KAYDEN 


PAGE 26 


^plication 


No 


r.^ a„ .p»»e «nS^- » cW, receive = .e».ns e^^-^ ' ^ 

iorizomally e..ng a pl«.. »bsu»,«a..y orfl,ogo«al « . fen. surface cf to « 
s«h ».a. *c source can be spatially arranged wift the optical sc«m,ng means 
™„ adUs-he ape^nre. «,es»™ce being supported alon. a second ed^ of said scnr« 
,>WOr. ».».s in *c aperture, said support m=«.s extending to a ftont panel of the 
fcr housing, wb^ein said support means is inte^osed between a first sourc^r«a.nu« 
and said optical scanning mean$. 


56. The assembly of claim 55, wherein said support means comprises a second source 
retai^g means substantially parallel to the optical scanning means. 

57. TTie assembly of claim 55. wherein the first source retaining means comprises a 
flap [having a slot. 


first 


of Scott Baggs 
09/885,900 


58. The assembly of claim 55, wherein the means for forming an aperture comprises a 
inclined surface associated with said means for e housing and a second inclined surface 
assdciated with the first source retaining means. 


59. A method for saving space on a desktop, comprising: 
providing an optical scanner within a housing, the housing having a substantially 

vertical source-contact surface with a support member protruding from the housing, the 
support member extending to the exterior of ihe housing; and 

providing a flap closely coupled to the source-contact surface, the flap, support 
mebber, and source-contact surface forming an aperture for receiving a source moved 
hoijizontally to be scanned. 

60. The method of claim 59, fiirther comprising inserting a leading edge of a source 
to t>e scanned into the aperture. 

61 . The method of claim 60, wherein inserting is accomplished absent relative 
mcfvement between the flap and the housing. 
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62. Thi 


„ method of data 61 , ftrther =ompri.,ns e,>ab«n« U,e optical scam.« to sc»> 


63. The method 


of claim 62, fuither comprising removing the soun:e from the 


64 A space-saving scanner assembly, comprising: 

a housing having a substantially vertical source-contact surface comprising a platen; 
a flap coupled to the housing, the flap having a source-backing surface substantially 
parallel to the source-contact surface of the housing; and 

a support member interposed between the sourc^ntact surface and the source- 
bacVkng surface proximal to a perimeter segment of the platen, wherein the sourc^contact 
surface, the source-backing surface, and the support member form an aperture for receiving a 
t edge of a sourx:e moved horizontally without necessitating relative movement between 
I lap and the housing to align a second edge of the source with the perimeter segment of 
platen. 


65. The assembly of claim 64, wherein the housing contains a front panel with an 
incllined surface adjacent to the aperture, the inclined surface arranged such that the aperture 
is Lirger adjacent to the front panel. 

66. The assembly of claim 64, wherein the flap comprises an inclined surface 
adjkcent to the aperture, the inclined surface airanged such that the aperture is larger adjacent 
to a front edge of the flap, wherein the front edge is substantially perpendicular to the source 
bac king surface. 


67. The assembly of claim 64, wherein the flap comprises a slot. 

68. The assembly of claim 67, wherein the slot is positioned to pemiit the placement 
relatively short source document on said support member and wherein inibrmation to be 

from the som-ce document is aligned with at least a portion of the platen. 


sci mned 
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lloselproximity to the source-contact siirface. 

70 The assembly of claim 64, wherein said support member has a first end proximal 
front panel of the housing and a distal end that extends at least to a distal edge of the 


fto a 
jplateji, 


ione 


71 . m assembly of claim 64, wherein the flap is coupled to the housing with at least 
] ,ost assembly having a plurality of spatially-separated detent positions. 


72 The assembly of claim 64, wherein the housing is configured to extend said 
supilort member from the sourc^contact surface when an operator adjusts U.e source-backing 
smjce in relation to the source-contact surface to increase the width of the aperture. 

73. The assembly of claim 64, wherein the widlh of said support member varies. 

74- The assembly of claim 64, wherein an upper surfece of said support member is 
coaled with a material having a relatively low coefficient of Action. 

75. A method for arranging a source in a scanner comprising: 
horizontally inserting a leading edge of the source into an aperture formed by a 
sujport member interposed between a platen and a flap such that a surface of the source 
having information thereon that is desired to be imaged by the scanner is adjacent to a sensor 
arrmged in a substantially vertical plane; and 

adjusting the source such that the information desired to be imaged is aligned with the 


sei isor. 


76. The method of claim 75, ftwther comprising: 

inserting a plug into a slot formed in a flap, the flap substantially parallel with the 
platen of the scanner; and 

enabling the sensor to scan the information. 
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77. The method cfclaim 76; further comprising: 

removing the plug; and 

removing the source jfrom the aperture. 
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IX. FVmKNCE - APPENDIX 


None. 
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IX. 


None. 
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